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DISCLAIMER 

 

This publication is intended to be used for educational 

purposes only. No legal advice is being given, and no 

attorney-client relationship is intended to be created by 

reading this material. The author assumes no liability for any 

errors or omissions or for how this book or its contents are 

used or interpreted, or for any consequences resulting directly 

or indirectly from the use of this book. For legal or any other 

advice, please consult an experienced attorney or the 

appropriate expert, who is aware of the specific facts of your 

case and is knowledgeable in the law in your jurisdiction.  

 

 

Portalatin Law Firm 

8950 SW 74th Court 

Suite 2201 

Miami, Florida 33156 

www.contractlawmiami.com 

(305) 912-4247 

 

  



4 

TESTIMONIALS 

 

“Caring for Elderly Parents – I was not prepared for 

the challenges relating to caring for an elderly parent, but 

there comes a time, when you have to take charge of their care 

and legal matters. I am an intelligent individual who found 

herself completely out of her league when it came to the legal 

matters associated with mom. I had, subconsciously, put off 

the matter as it seemed to me that it would be complicated. 

Jessica made everything so easy–we talked about what was 

needed and how to resolve things quickly and painlessly. 

Within 24 hours I had what I needed ….. a simple Power of 

Attorney and plenty of advice to steer me in the proper 

direction on matters pertaining to her assets. Mom was just a 

hardworking person who always paid her own bills and really 

only had her home and a Social Security check. Sometimes, 

when you need something “small”, attorneys don’t have time 

for you, or may prefer to take the “bigger” client. Regardless 

of mom’s modest portfolio, Jessica assisted us with the utmost 

professionalism and care. I highly recommend Jessica and 

hope that you will give her an opportunity to assist you in any 

legal consultation you may need.” 

– Josefina 

***********  



5 

“As a new entrepreneur I was very confused about what 

first steps I should take to create my company and what to do to 

protect my brand. I didn’t know where to start. I’m so happy I 

met with Jessica. She walked me through all of the different types 

of companies and advised me about which option would be the 

most beneficial to me. She was also very helpful explaining to me 

the steps I needed to take to protect my brand through trademark, 

and how to avoid a potential conflict and issues with it in the 

future. I recommend the Portalatin Law Firm to any 

entrepreneur who is looking for a reliable business law firm to 

help them start or grow their business. I’m confident Jessica will 

be as thorough and professional as she was with me.” 

– Radimir T. 

***********  

“Absolutely, Jessica was fantastic to work with. She 

always answers my calls when I have questions and through 

the stress of moving my business during the pandemic, she 

was always dependable to walk me through a new and very 

confusing process. I have recommended her to several friends 

and will continue to do so. I honestly don’t think you could 

have a better experience anywhere else. She did exactly 

everything I needed her to do.” 

– David H. 

***********  
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“The best of the best – As a new entrepreneur I was 

very confused about what first steps I should take to create my 

company and what to do to protect my brand. I didn’t know 

where to start. I’m so happy I met with Jessica. She walked me 

through all of the different types of companies and advised me 

about which option would be the most beneficial to me. She 

was also very helpful explaining to me the steps I needed to 

take to protect my brand through trademark, and how to avoid 

a potential conflict and issues with it in the future. I 

recommend the Portalatin Law Firm to any entrepreneur who 

is looking for a reliable business law firm to help them start or 

grow their business. I’m confident Jessica will be as thorough 

and professional as she was with me.” 

– A Satisfied Client 

***********  

“Portalatin Law Firm is a top-notch law firm, 

working in the best interest of their clients. Their vast level of 

expertise covers all aspects of business law. I highly 

recommend them not only for their expertise but their level of 

responsiveness. Jessica is a true professional who always 

makes herself available, creating personable relationships with 

each client. I highly recommend this firm.” 

– Serina P. 

***********  
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ABOUT THE AUTHOR 

 

 

 

 

 

 

My practice focuses on business law, so I help 

business owners with different aspects of their 

businesses. That could include buying and selling their 

business, drafting contracts to protect them, but a lot of 

time, it is registering their trademark, which is vital. I 

actually fell into trademark law by accident. I had 

graduated from law school and was looking for a job in 

estate planning. I went to interview for a firm with an 

estate planning department, and was hired with the 

plan that I would be working in the estate planning 

department. However, during my first week of working 

at the firm, the attorney in charge of the business and 
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trademark department left. I guess you can say that by 

fate I ended up becoming the trademark attorney for the 

firm. I grew to love it. Trademark law is a fascinating 

area because it is very subjective. It is not a black-and-

white decision. It is an area of law where creativity is a 

beneficial tool to have in your box, making it an area I 

truly enjoy practicing.  

 

What Readers Can Expect To Walk Away With 

I really want the readers to understand what a 

trademark is because I do believe there’s a lot of 

confusion on what trademarks cover in comparison to 

the other different types of IP protection. I want them 

to understand what having trademark protection 

means so that they can weigh the importance of 

registering their trademark and evaluate the benefits 

that registration brings. That’s my goal.  

My clients are business owners in all types of 

industries. That includes restaurants, food trucks, 

gyms, distributors, contractors, dentists, doctors, and 

even other attorneys.   
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CHAPTER 1 

HOW TO PROTECT TRADEMARKS 

IN A STRONG PORTFOLIO 

 

Trademark monitoring is crucial to maintaining 

a strong portfolio. It is a process that monitors various 

trademarks that are being used in commerce, and helps 

you find anyone that is infringing on your trademark. 

This is very important because part of maintaining 

your trademark rights is enforcing those rights against 

those infringing upon your trademark. You cannot 

allow others to use your mark without authorization 

because it weakens your rights. The second thing that 
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should be done to keep your portfolio strong is staying 

up-to-date with the registration renewals and filings. 

 

Misconceptions Regarding The Importance 

And Process Of Establishing And Registering 

Or Protecting Their Trademarks Or Portfolio 

The most prevalent misconception is that 

trademark registration is a short process. When I first 

started registering trademarks years ago, it would take 

about nine months to a year to receive confirmation of 

registration, that is, if there were no issues with the 

application.  Now, the registration process is taking 

about a year-and-a-half if there are no issues with the 

application. If you are serious about your trademark, 

you should start the registration process immediately, 

especially if you have plans to franchise, license, or sell 

your brand, because you have to calculate the year-

and-a-half into the game plan.  

Another misconception is that trademark 

registration is a black-and-white decision. Approval of a 

trademark considers numerous factors, many of which 
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are subjective. The decision of whether your trademark 

will be approved for registration hinges on what an 

examining attorney at the U.S. Patent and Trademark 

office, or USPTO,  is looking at and reviewing and 

deciding at his or her own discretion.  

Another misconception I hear often is that if you 

register your trademark someone who is using the 

trademark or something confusingly similar needs to 

stop using it right away, even if that person started using 

it before you. That is not true. Although registration 

gives you many rights, it does not necessarily mean it 

stops people already using the mark, even if those others 

do not have their mark registered.  

 

The Necessity Of A Trademark Law Attorney 

It is possible to file your own trademark 

application. However, an experienced attorney will be 

able to warn you of any issues in your application that 

may cause your trademark application to be rejected, 

and they can help you fix those issues or even avoid 
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them altogether. So, for example, as we will discuss 

later on, not all words, phrases, or designs are able to 

be registered as trademarks. Knowing that information 

can save you hundreds, if not thousands, of dollars 

prior to filing. Using an experienced trademark 

attorney will actually save you money.  
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CHAPTER 2 

TRADEMARKS AND THE 

PROTECTIONS THEY PROVIDE 

 

A trademark is one type of intellectual property. 

It can be a word, a phrase, a design, or even a 

combination of these, and its purpose is to identify the 

source of goods or services and distinguish them from 

other goods or services. The trademark registration 

protects the trademark owner from other individuals 

or businesses using its trademark, or something 

confusingly similar to it, in commerce. This is what is 

referred to as infringement. 
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Different Types Of Trademarks And The Process 

Of Creating And Registering One 

In addition to preventing people from 

infringing, there are some great benefits to federal 

trademark registration: (1) You can stop the 

registrations of other identical or confusingly similar 

trademarks; (2) You could use that federal registration 

as a basis for filing a trademark in another country; (3) 

It also gives you the right to bring a lawsuit in federal 

court and obtain attorney’s fees, which if you do not 

register, you do not get attorney’s fees; (4) You can 

also use the small little R symbol, which shows others 

that you are registered, so it warns people off of 

infringement; and (5) You can record your 

registration with the US Custom & Border Protection, 

and they can stop the importation of goods with an 

infringing trademark. So, any counterfeits that are 

coming in with a mark that is infringing on yours, this 

can stop it at the border.  

In the long run, your trademark can become a 

very valuable asset for your business. I have had a lot 

of sales transactions where the main asset sold was the 
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trademark of the business. You can also license your 

trademark and make money that way. In sum, 

trademarks are very valuable.  

 

How To Know Whether You Need A Patent 

Trademark And/Or Copyright Protection 

It depends on what you are trying to protect. So, 

for example, a patent is focused more on protecting an 

invention, a novelty. If you are trying to protect a work 

of art, such as a photograph or a book, you would need 

a copyright. A trademark, as I mentioned, is more 

about protecting a brand, whether it is the business 

name, logo, or slogan. When it is a slogan, logo, or a 

brand name, that is when you use the trademark. 

 

Different Types Of Trademarks, Changes In 

The Process Of Creating, And Registering A 

Trademark 

The term “service mark” is used to refer to a 

mark whether logo or brand, related to service. A 
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trademark is a mark used when you are trying to 

protect the mark related to a good. However, the word 

“Trademark” is used generally to encompass both 

service mark and trademark. The application process 

is the same for both types of marks.  

 

The Helpful Information And Documentation 

When Someone First Meets To Discuss Their 

Trademark Needs 

It is important to know what services or goods 

your mark is, or will be, used to identify. Also, 

whether the mark is already in use in commerce or if 

it will be used in the near future. If it is already in 

use, you will need to know the date that the mark 

was first used in commerce, and that first use can be 

a picture of the logo on the actual packaging or a 

flyer advertising the service to the public. There are 

different ways to obtain this information, but those 

are just two examples.  
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The Importance Of Selecting A Mark Important 

Their Registrability With The US PTO 

Selecting a mark is significant. I always 

recommend my clients go as original as possible because 

not every mark is registerable or legally protectable. For 

example, a trademark will not be registered if it is 

merely descriptive or if it is primarily geographically 

descriptive. An example would be if I am selling coffee 

and my trademark is “Miami’s coffee,” that mark is just 

describing my product, it is not original, and the USPTO 

will not register it in that case. Government symbols such 

as flags are not registerable, either. Many individuals like 

to include flags in their logos, but they will need to be 

taken out for registration. Vulgar or disparaging words 

are also not registerable.  
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CHAPTER 3 

THE STEPS TO GET STARTED 

CREATING A TRADEMARK 

 

Once you have your logo or your brand name 

in mind, the next step would be the trademark 

search, which is a search that we perform here in our 

office, and it checks different databases in order to 

see if the mark you want to register is in use 

anywhere. It does not just check the USPTO 

database, which is where it will be registered; it 

checks state databases, social media, and online 

databases. That helps us to know whether your mark 
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is already registered, in use, or if you are infringing 

on anyone else’s mark, prior to moving forward to 

the next step of the application.  

Once the trademark search is completed, the 

next step would be gathering what we need for your 

application which would include, for example, if you 

are registering your logo, obtaining a black-and-white 

version of your logo from your logo designer for us to 

use that for your application.  

You will also need to provide us with what is 

called a specimen. A specimen is an example of your 

trademark being used in commerce. It is a picture of 

the logo on the packaging or a flyer, as I mentioned 

before. Something as simple as that can work as your 

specimen. Once we have those items, we prepare your 

application, and then the next step is just waiting to 

receive a response from the USPTO to see if there are 

any issues with your application or if it is going to 

proceed to the next phase of registration. 
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Legal Due Diligence Done To Ensure That A 

Client Moves Forward In Compliance With 

All Measures Taken In Creating A Trademark 

As I mentioned before, I always offer and 

highly recommend a thorough trademark search to be 

done before filing. This will minimize the risk of 

rejection of your application, saving you money in the 

event that the mark is already in use. It also makes 

sure that you are not infringing on someone else’s 

mark, which is very important and could cause you 

some legal liability. 

 

Why The Trademark Search Is So Necessary 

The trademark search is not mandatory, but it is 

highly recommended. Not performing the trademark 

search prior to filing the application is the equivalent 

of having surgery without having taken an x-ray 

beforehand. Being aware that the application is a long 

process, you want to make sure that it goes as smooth 

as possible and try to maximize the opportunity of the 

application being approved. By knowing if there are 
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any issues, such as, existing similar marks that are 

already registered, prior to submitting an application, 

we can take preventative action and strategize how to 

file the application in a way that it will not be confused 

with the already existing mark.  

 

Reviewing and Deciding To Approve A 

Trademark 

Once you have completed your trademark 

search and submitted your application, the USPTO, 

which is the US Patent and Trademark Office, will have 

one of its examining attorneys review your application 

and decide whether your mark is registerable and meets 

the criteria for a registerable mark in their discretion. 

 

The Next Steps In Creating And Protecting A 

Trademark 

If your mark is registered, I recommend 

calendaring the renewal filing dates. The first one 

would be five years from the date of registration, and 
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then after that, it’s every ten years from the date of 

registration. Keeping track of those dates in order for 

them not to slip through the cracks is crucial. Also, 

trademark monitoring after your trademark is 

registered is also very important to become aware of 

any infringement on your mark and maintain your 

rights strong. 

 

Reasons That A Trademark Would Not Be 

Approved 

A trademark application may be rejected for 

one of many reasons. Being merely a descriptive mark 

is a big one. Another prevalent one is the likelihood of 

confusion with an already registered mark. This reason 

is one that I have seen often, and is probably the one 

that is the trickiest to overcome, in my experience. 

However, that obstacle can be avoided or greatly 

minimized by simply completing a trademark search 

prior to filing your application. 

 



24 

Cases Where A Trademark Would Not Be 

Necessary 

It is difficult to find a case where trademark 

registration is not recommendable or necessary 

because, even if the mark is not able to be registered 

federally, there are other options to consider, such as 

registration in the supplemental register or state 

registration. Therefore, if your mark meets the criteria 

for registration, whether that criteria is federal or 

state, register it. 
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CHAPTER 4 

THE NEXT STEPS TO FINALIZING 

THE REGISTRATION 

 

The next step is to start using the trademark 

registration symbol. That way, you put the public on 

notice that your mark is registered federally and 

protected. Also, make sure that people do not misuse 

your mark and make it generic. That is one of the ways 

that your mark loses its trademark rights. One way to 

make a term generic is to use it as a verb rather than a 

noun. So, for example, Xerox has become a generic term 

because many people say, “Let me xerox this document.” 
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Using the trademark in a fashion that is a verb rather 

than a noun makes it generic. Finally, as I mentioned 

before, monitor any infringement and enforce against it 

to maintain your trademark rights strong. 

 

What Makes A Trademark Valid 

Trademark rights in the United States are created 

by using the trademark, not necessarily by the registration 

of it. Use of the trademark without registration creates 

common law rights. The benefit of common law rights is 

that they do not require registration; however, they do 

have their limitations. Registrability is evaluated on a 

case-by-case basis.  Therefore, if your mark meets the 

filing criteria, I would definitely recommend registering it 

because it maximizes protection. 

 

Revisiting A Trademark After Having It 

Approved  

You must file a declaration of use for your mark 

five (5) years after registration. After that, you only 
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have to renew your trademark every ten (10) years 

from the date of your registration. 

 

What The Client Attorney Relationship 

Generally Looks Like 

My clients are business owners, so we have a 

continual relationship. I assist them with their trademarks, 

contracts, and the buying and selling of other businesses, 

amongst many other things. Most business owners tend 

to have more than one business; therefore, I usually assist 

them with the registrations of all their business 

trademarks. I try to be a very strong resource for my 

clients. So even if it is something that is not necessarily in 

my wheelhouse, I try to connect them with the best 

professional of whatever specialty they need.  

 

The Best Time To Hire An Attorney Or Get An 

Attorney Involved In Trademark Plans 

It cannot be too early to hire an attorney for a 

trademark. An attorney can help you even before your 
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mark even exists by guiding you on what your mark 

should and should not consist of. This will save the 

client money by avoiding them having to go back to 

the person designing the logo over and over. Not only 

that, most of the time, once you have your logo, the 

first thing you do is you print marketing materials, 

which will be wasted money if the mark is rejected.  

 

Major Pitfalls Or Issues People Run Into 

When They're Applying, Maintaining, Or 

Registering Their Trademark On Their Own 

Or With The Wrong Attorney 

Filing the marks that are not registerable or that 

are going to be rejected for a likelihood of confusion is a 

major pitfall. Many people think that by simply going 

on the USPTO website and typing in the name of their 

trademark in the search database, and checking to see if 

another mark exists there, that is sufficient for a 

trademark search, and it's not. The USPTO examining 

attorneys do not just look at the exact trademark you are 

registering; they look at anything that is confusingly 
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similar. That can be very subjective and very broad. In 

our reports, we evaluate what could be considered 

under that realm of confusingly similar, based on our 

years of experience. Most individuals who do not have 

this experience do not know what to look for.  

Since there are so many options at the time of filing 

the application, many people make simple mistakes. If 

you do not handle trademarks regularly, it is easy to make 

a mistake, and that can cause your application to be 

delayed, rejected, and cost you money in the long run. 
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CHAPTER 5 

HIRING AN ATTORNEY  
VS. ATTEMPTING THE  

PROCESS ALONE 

 

In my many years of assisting my clients with 

trademark registration, I have learned the numerous 

and varied factors considered in having a trademark 

registered. This knowledge of the factors and the 

process minimizes the risk of the client losing time and 

money by having an application rejected.  
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My clients are busy and successful entrepreneurs 

who do not have time (nor the interest) to learn 

trademark law, on top of running their multiple 

businesses. I know what to look for to make the process 

as smooth and efficient as possible for my clients, and 

that is the value that I bring to them. 
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WHAT IS THE NEXT STEP? 

 

For more information on Trademark Law and 

how to register your trademark, an initial consultation 

is your next best step. Get the information and legal 

answers you seek by calling (305) 384-7874 or emailing 

us at office@contractlawmiami.com.  

 

  



33 

INDEX 

C 

common law rights · 26 

copyright · 16 

E 

examining attorneys · 22 

F 

federal court · 15 

federal trademark 

registration · 15 

filing criteria · 26 

G 

Government symbols · 18 

I 

infringement · 15 

intellectual property · 14 

L 

legal liability · 21 

M 

marketing materials · 28 

O 

online databases · 19 

S 

service mark · 17 

state databases · 19 



34 

T 

trademark · 10 

trademark application · 12 

trademark attorney · 13 

trademark law · 31 

Trademark monitoring · 23 

trademark registration · 11 

trademark registration 

symbol · 25 

trademark rights · 10, 25 

trademark search · 19 

U 

US Custom & Border 

Protection · 15 

US Patent and Trademark 

Office · 22 

USPTO · 12 

USPTO database · 19 

X 

Xerox · 25 

 

  



35 

NOTES 

 

 

 

 

 

 

 

 

 

 

 

 

 

 



36 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 




